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earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a) □ This action is FINAL. 



2b) S This action is non-final. 



3) □ Since this application is in condition for allov^ance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Qu9j^35 CD. 11 ; 453 O.G. 21 3. 
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8) 0 Claims 
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is/are rejected. 
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Pursuant to the directives of paper No. 9 (filed 5/29/01), claims 1-16 have been cancelled, 
and claims 17-33 added. Claims 17-33 are pending. 

Applicants' election of Group I vdth traverse is acknowledged, as is the elected specie. 
Claims 25-31 and 33 are withdrawn from consideration; claims 17-24 and 32 are examined 
in this Office action. 

Applicants have argued that the non-elected claims should be rejoined. As indicated in 
the previous Office action, in the event that Group I compounds are determined to be 
allowable, novelty will accrue to the non-elected claims, and rejoining them would be 
appropriate. However, even if the non-elected claims were rejoined at this time, they 
would not be allowable either; so the point is moot, at least now. The restriction is 
maintained at the present time. 

An abstract is required, and does not appear to have been submitted. 

The following is a quotation of the first paragraph of 35 U.S.C. § 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it in such flill, clear, concise and exact terms as to enable any person skilled in the art 
to which it pertains, or with which it is most nearly connected, to make and use the same and shall set forth 
the best mode contemplated by the inventor of carrying out his invention. 

Claims 17-24 and 32 are rejected under 35 U.S.C. 112, first paragraph, as containing 

subject matter which was not described in the specification in such a way as to enable one 
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skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention. 

Applicants have asserted that the claimed compounds are effective to inhibit growth of 
bacteria, yet there is no evidence that this is the case. The reality in pharmacology is that 
one cannot predict activity merely by viewing a structure. It may be the case that the 
claimed compounds are analogous to other compounds which have been shown to inhibit 
bacterial growth. However, even small changes in structure can lead to dramatic changes 
in activity, or obliteration of activity. 

It is suggested that applicants provide at least in vitro data that establishes the bacterial 
growth inhibitory efficacy that has been asserted; also suggested is that the terms 
"pharmaceutical" and "pharmaceutically" be deleted from whichever claims recite them. 
These latter terms imply therapeutic efficacy, which is not in evidence. 

Claims 17-24 and 32 are rejected under 35 U.S.C. §112 second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 17 makes reference to "R" and "S" epimers, without identifying which carbon is at 
issue. Presumably it is the carbon bearing R, 

Claim 17 is drawn to a compound, i.e., one compound. However, at the end of the claim, 
reference is made to mixtures of compounds. It is suggested that a separate claim be 
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created for the mixtures, and that the end of claim 17 be amended to recite the following: 

when R " is hydrogen, alkyl, cycloalkyl, allyl, propynyl, or benzyl, the carbon bearing 
Rf is of the R configuration; and 

when R " is OR'" or N(Rj)R4, the carbon bearing Rj is of the R configuration or the 
S configuration. 

A claim such as the following could also be created: 

34. A mixture consisting of a first compound of formula I and a second compound 
of formula I 

wherein the first compound, the carbon bearing R^ is of the R configuration, and 

wherein the second compound, the carbon bearing Rf is of the S configuration, and 

when R " is hydrogen, alkyl, cycloalkyl, allyl, propynyl, or benzyl, the molar ratio of 
the first compound to the second compound is greater than 1.0. 

A simpler, though less desirable option would be to amend claim 17 to make it clear that 
compounds, salts and mixtures of stereoisomers of the compounds are being claimed. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to David Lukton. Phone: (703) 308-3213. 

An inquiry of a general nature or relating to the status of this application should be directed 
to the Group receptionist whose telephone number is (703) 308-0196. 




No claim is allowed. 
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